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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) El Claim(s) 1-21 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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1 . Rejection Under Section 1 1 2 

Claims 2-11 and 16-21 are rejected under 35 U.S. C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The claims refer to an apparatus but recites steps as if it is a method claim 
or recites a method claim with apparatus limitations, for example. 
The category of the invention cannot be ascertained. 



2. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 2-11 and 16-21 are rejected under 35 U.S.C. 101 because of the 

reasons recited in the 1 12 rejection above. 
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3. 

Claims 2 and 1 1 are objected to under 37 CFR 1.75 as being a substantial 
duplicate of claims 12 and 15 respectively . When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to 
object to the other as being a substantial duplicate of the allowed claim. See 
MPEP § 706.03(k). 

4. 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 12-14 and 16-21 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Akimoto. 

With respect to claim 1 , Akimoto teaches a communication apparatus 
shown by figure 1 t comprising: an image processor 1-4, arranged to process 
color and monochrome images (see col. 3, lines 49-55 and col. 6, lines 50-60); a 
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communication controller NCU 1-6 in combination with CPU 1-1 arranged to 
control a communication with a partner apparatus, and to select whether 
transmission of a color image is to be canceled (if no communication is desired) 
or the color image is to be sent as a monochrome image (based on a detection of 
DIS value, see col. 6, lines 59-65. and it is determined based on information that 
pertains to color reception performance of the partner apparatus that the partner 
apparatus does not have color reception performance. Note this limitation is 
addressed by the determination based upon the detection of the DIS data which 
reveals if the partner has color or monochrome. 

With respect to claims 2 and 12, Akimoto teaches a communication 
apparatus comprising: an image processor (modem 1-5 and processor 1-4 to 
processor color and monochrome images; a communication controller NCU 1-6 
arranged to control a communication with the partner apparatus; and a setter 
(CPU 1-1) arranged to set a transmission in accordance with the partner being 
able to process color, wherein the transmission of color image is instructed via 
NCU 1-6 and CPU 1-1 as claimed. See also col. 6, lines 59-65. 

With respect to claim 3, Akimoto teaches wherein a user can set (via color key 
2-6) using the setter if the color image is to be sent as a monochrome image 
when color cannot be performed. See col. 6, lines 15-25. 
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With respect to claim 13, See col. 9, lines 30-45 where images that can't be 
received in color are canceled. See also col. 9, liens 15-25 where a stop key 
cancels transmission when the partner destination is not color capable. 

With respect to claim 14, see col. 9, lines 30-40 for the setter invalidating a 
color transmission so that a monochrome transmission may be generated. 



With respect to claim 16, Akimoto teaches a control method of controlling a 
communication apparatus (see figure 1) having an image processor 1-4 which 
processes color and monochrome images and a controller 1-6 comprising the 
steps of: selecting whether the transmission of the color is to be canceled or 
sent as a monochrome a based on partner information. , See col. 9, lines 30-45 
where images that can't be received in color are canceled. See also col. 9, 
lines 15-25 where a stop key cancels transmission when the partner destination 
is not color capable. See col. 9, lines 30-40 for the setter invalidating a color 
transmission so that a monochrome transmission may be generated. 

With respect to claim 17, Akimoto teaches a communication apparatus, see 
figure 1, having an image processor modem 1-5 and processor 1-4; a 
communication controller 1-6 and a setter 1-1 as claimed comprising the steps 
of: controlling via 1-4 and 1-1 when transmission of a color image is instructed , 
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see col. 6, lines 47-50 and 59-65, transmission of an image in accordance with 
information that pertains to the color reception performance of the partner 
apparatus and is obtained from the communication controller. 

With respect to claim 18, Akimoto teaches a communication apparatus 
having an image processor 1-4, a communication controller 1-6 and setter CPU 
1-1 comprising: controlling via CPU 1-1 and NCU 1-6 a color image 
transmission in accordance with the reception of a DIS signal by the modem and 
a signal by a setter (CPU 1-1) arranged to set a transmission in accordance 
with the partner being able to process color, wherein the transmission of color 
image is instructed via NCU 1-6 and CPU 1-1 as claimed. See also col. 6, lines 
59-65. 

With respect to claim 19, Akimoto teaches a computer program product (see 
figure 1) comprising a readable medium (RAM 1-3 having a computer program 
code (inherently stored in the RAM) as claimed comprising: selecting whether 
the transmission of the color is to be canceled or sent as a monochrome a 
based on partner information. , See col. 9, lines 30-45 where images that can't 
be received in color are canceled. See also col. 9, lines 15-25 where a stop 
key cancels transmission when the partner destination is not color capable. See 
col. 9, lines 30-40 for the setter invalidating a color transmission so that a 
monochrome transmission may be generated. 
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With respect to claims 20 and 21 , Akimoto teaches a computer product (see 
figure 1) with a computer readable medium (RAM 1-3) having an inherent 
computer code for a image processor 1-4, a setter 1-1 and a controller 1-6 as 
claimed, comprising: controlling via CPU 1-1 and NCU 1-6 a color image 
transmission in accordance with the reception of a DIS signal by the modem and 
a signal by a setter (CPU 1-1) arranged to set a transmission in accordance 
with the partner being able to process color, wherein the transmission of color 
image is instructed via NCU 1-6 and CPU 1-1 as claimed. See also col. 6, lines 
59-65. 

5. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1 1 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Akimoto. 

While Akimoto does not specifically state that the number of color and 
monochrome images are counted, this limitation is at least suggested in the 
reference. 



Application/Control Number: 09/867,472 Page 8 

Art Unit: 2626 

This claim limitation is obvious over Akimoto in view of the fact that color and 
monochrome images are stored. See col. 7, lines 1-6. Once stored the number 
of memory space commensurate with the number or pages can be ascertained. 
Hence, it would have been obvious to count the number of color and 
monochrome images once they have been stored such that the storage space is 
correlated with the size of the page of the image to be printed. 



6. Claims Objected to as Containing Allowable Matter 



Claims 4-10 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, second paragraph, and Sect. 101 set forth in this Office 
action and to include all of the limitations of the base claim and any intervening 
claims. 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jerome Grant II whose telephone number is 
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703-305-4391 . The examiner can normally be reached on Mon.-Thurs. from 9:00 
to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly A Williams, can be reached on 703-305-4863. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




